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DETAILED ACTION 



This Office Action is in response to the amendment filed on 12/03/2004. 



2. 



The priority date for this application is 10/31/2000. 



Response to Arguments 



3. Applicant's arguments with respect to claims 1 -27 have been considered but they are not 
persuasive. 

Claim 13 is amended. Claims 23-27 are newly added. 
Claims 1-27 are pending and have examined. 

The examiner maintains double patenting and will withdraw the double patenting 
rejection once the examiner receives confirmation that the claim 1 1 of the copending application 
number 09/838,142 has been cancelled. 

Claims 1-27 remain rejected under 35 U.S.C. 103(a) as being unpatentable over Smith et 
al., US Patent No. 6,067,582 (hereinafter Smith) in view of Borman et al., US Patent No. 
6,708,195 (hereinafter Borman). 

In the Amendment, the Applicants argue that: 

As for independent claims 1,10 and 18, the Applicants primarily argue that Smith does 
not disclose a "push" type of operation and a message that is sent "to" an agent residing on the 
device where the installation is to take place, (see Amendment page 9, lines 1 1-20). 

Examiner's response: 
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The examiner disagrees with Applicants' assertion that Smith does not disclose a 
message that is sent "to" an agent residing on the device where the installation is to take place. 
In fact, Smith does teaches message that is sent "to" an agent residing on the device where the 
installation is to take place (E.g. see FIG. 1, electrical connection 12 over the network 14 (which 
is two way traffic, so the message can be sent to and from the remote computer), and plug-in 
module 23 (agent) residing on the device and see col. 4:31-34, col. 6:51-53). Further, the 
Examiner does not agree that Smith does not disclose a "PUSH" type operation. In fact, Smith 
teaches a "PUSH" type operation (E.g. see FIG. 2, transfer installation modules 52 and see col. 
7:16-35, which states ". . . the plug-in module 23 is sent an enabling signal which allows transfer 
of installation modules 52 of the software application 20 to the remote computer 10 
. . . ")(Emphasis added). 



Claim Rejections - 35 USC § 112 

4. The following is a quotation of the second paragraph of 35 U.S.C. 112: 

The specification shall conclude with one or more claims particularly pointing out and distinctly claiming the 
subject matter which the applicant regards as his invention. 

5. Claims 23-27 are under the second paragraph, as being insufficient antecedent basis for 
this limitation in the claim. 

Claim 23 line 3, recites the limitation "sending a message to an agent .. .". 
Claim 23 line 5, recites the limitation "sending an acknowledgement to . . .". 
Claim 23 line 7, recites the limitation "determining whether the acknowledgement ..." 
Claim 23 line 10, recites the limitation "initiating a locking signal ..." 
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Claim 23 line 12, recites the limitation "providing files . . .". 

Claim 23 line 14, recites the limitation "removing the locking signal . . .". 

There is insufficient antecedent basis for this limitation in the claim. It could be any 
server or another agent or communication gateway or any device who can perform the action. 
Appropriate correction is required. 

Claims 24-27, which depend from claim 23 are also rejected under the second paragraph 
of 35 U.S.C. 1 12 for the same reason. 

For the art rejection purpose, the examiner interprets Claim 23 line 3, recites the 
limitation "sending a message to an agent . . 

Claim 23 line 5, the limitation " a server sending an acknowledgement to . . .". 

Claim 23 line 7, recites the limitation " an agent determining whether the 
acknowledgement . . . ". 

Claim 23 line 10, recites the limitation " an agent initiating a locking signal 

Claim 23 line 12, recites the limitation " a server providing files 

Claim 23 line 14, recites the limitation " an agent removing the locking signal 

Double Patenting 

The nonstatutory double patenting rejection is based on a judicially created doctrine grounded in public policy (a 
policy reflected in the statute) so as to prevent the unjustified or improper timewise extension of the "right to exclude" 
granted by a patent and to prevent possible harassment by multiple assignees. See In re Goodman, 1 1 F.3d 1046, 29 
USPQ2d 2010 (Fed. Cir. 1993); In re Longi, 759 F.2d 887, 225 USPQ 645 (Fed. Cir. 1985); In re Van Ornum, 686 F.2d 
937, 214 USPQ 761 (CCPA 1982); In re Vogel, 422 F.2d 438, 164 USPQ 619 (CCPA 1970);and, In re Thorington, 418 
F.2d 528, 163 USPQ 644 (CCPA 1969). 

A timely filed terminal disclaimer in compliance with 37 CFR 1 .321(c) may be used to overcome an actual or 
provisional rejection based on a nonstatutory double patenting ground provided the conflicting application or patent is 
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shown to be commonly owned with this application. See 37 CFR 1.130(b). 

Effective January 1 , 1994, a registered attorney or agent of record may sign a terminal disclaimer. A terminal 
disclaimer signed by the assignee must fully comply with 37 CFR 3.73(b). 

6. Claim 1 is provisionally rejected under the judicially created doctrine of obviousness- 
type double patenting as being unpatentable over claim 1 1 of co-pending Application No. 
09/83 8, 142 (hereinafter 6 142) respectively. Although the conflicting claims are not identical, 
they are not patentably distinct from each other because of the following observation. 



Instant Application claim 



'142 Claim 



1 . A method for installing software on a 
hardware device by an agent which resides 
on the hardware device comprising: 

a communication network gateway sending 
a message to an agent residing on the 
hardware device informing the agent of a 
command to install software on the 
hardware device on which it resides; 



an agent verifying the validity of the 
message sent to it with the communication 
network gateway; 



the communication network gateway 
transmitting an indication regarding the 
validity of the command; 



the agent receiving the command to install 
software on the hardware device if the 
indication transmitted from the gateway 
indicates that the command is valid; 



the communication network gateway 
initiating a locking signal regarding using 
pre-determined resources of the hardware | 



1 1 . Method for installing software on a 
hardware device by an agent which resides 
on the hardware device comprising; 

a communication network gateway sending 
a message to an agent residing on the 
hardware device informing the agent of a 
command to install software on the 
hardware device on which it resides; 



an agent verifying the validity of the 
message sent to it with the communication 
network gateway; 



the communication network gateway 
transmitting an indication regarding the 
validity of the command; 



the agent receiving the command to install 
software on the hardware device if the 
indication transmitted from the gateway 
indicates that the command is valid; 



the communication network gateway 
initiating a locking signal regarding the 
command to install software on the 
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device to execute the command to install 
software on the hardware device; 



the agent requesting files from a file server 
via the communication network gateway 
required for completion of the received 
installation command: 



the file server sending the files required for 
completion of the received installation 
command to the agent via the 
communication network gateway; 



the agent installing the files sent to it on the 
hardware device upon which it resides in 
response to the received installation 
command; and 



the communication network gateway 
removing the locking signal associated 
with using the pre-determined resources of 
the hardware device to execute the 
command to install software in a hardware 
device after the files have been installed. 



hardware device; 



the agent requesting files from a file server 
via the communication network gateway 
required for completion of the received 
installation command; 



the file server sending the files required for 
completion of the received installation 
command to the agent via the 
communication network gateway; 



the agent installing the files sent to it on the 
hardware device upon which it resides in 
response to the received installation 
command; and 



the communication network gateway 
removing the locking device associated 
with the command to install software in a 
hardware device after the files have been 
installed. 



The limitations recited in claim 1 are obvious variations of limitation in ' 142 Claim 11. 
This is a provisional obviousness-type double patenting rejection because the conflicting 
claims have not in fact been patented. 



Claim Rejections - 35 USC §103 
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7. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

8. Claims 1-27 are rejected under 35 U.S.C. 103(a) as being unpatentable over Smith et al., 
US Patent No. 6,067,582 (hereinafter Smith) in view of Borman et al., US Patent No. 6,708,195 
(hereinafter Borman). 

As Per Claim 1, Smith teaches that a system and method is disclosed for distributing, 
registering and purchasing software application and other digital information over a network . 
(E.g. see Abstract and associated text). In that Smith discloses the method that covering the steps 
of: 

"a communication network gateway sending a message (E.g. see col. 4:31-34, message) 
to an agent (E.g. see col. 6:51-53, plug-in module 23) residing on the hardware device informing 
the agent of a command to install software on the hardware device on which it resides;" (E.g. 
see col. 6:26-34, "...a code given to the user by the plug-in module 23 is input 40. . .") 

"an agent verifying the validity of the message sent to it with the communication network 
gateway;" (E.g. see col. 6:39-60, "...the user will have the opportunity to review the assurances 
provided by the auditor and to verify that the installer is known to the auditor. . . ."); 

"the communication network gateway transmitting an indication regarding the validity of 
the command;" (E.g. see col. 6:3-10, "...the server module 26 transmits an enabling command to 
the plug-in module 23 which allows transmission of the software application 20 to the remote 
computer 10. ..."); 
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"the agent receiving the command to install software on the hardware device if the 
indication transmitted from the gateway indicates that the command is valid;" (E.g. see col. 6:3- 
10, ". . .the server module 26 transmits an enabling command to the plug-in module 23 which 
allows transmission of the software application 20 to the remote computer 10. ..."); 

"the agent requesting files from a file server via the communication network gateway 
required for completion of the received installation command;" (E.g. see FIG.2 Installation 
Request 36 and associated text); 

"the file server sending the files required for completion of the received installation 
command to the agent via the communication network gateway;" (E.g. see FIG. 2 transfer 
installation modules 52 and associated text, i.e. see col. 7:16-35, which states ". . . the plug-in 
module 23 is sent an enabling signal which allows transfer of installation modules 52 of the 
software application 20 to the remote computer 10 . . .")(Emphasis added); 

"the agent installing the files sent to it on the hardware device upon which it resides in 
response to the received installation command;" (E.g. see col. 6:8-10) and 

Smith does not explicatively disclose a locking signal / state for accessing the hardware 
device. However Borman, in analogous art, teaches "locking signal / state for accessing the 
hardware device" (E.g. see col. 1 :22-41). Therefore, it would have been obvious to one of 
ordinary skill in the art at the time the invention was made to incorporate the teaching of Borman 
into the system of Smith, to perform an user update in a multi- users environment. The 
modification would have been obvious because one of ordinary skill in the art would have been 
motivated so that in a multi-user environment, a method of controlling access to objects is 
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required, such that updates performed by one user are not overwritten by simultaneous updates 
by another user. (E.g. see Abstract). 

As Per claim 2, the rejection of claim 1 is incorporated and further the combination of 
Smith and Borman teach: 

"a device resource locking signal that prevents the gateway from sending a second 
command relating to pre-determined resources of the hardware device in use by the agent 
installing software." (E.g. see Borman, Abstract and col. 1 34-36). 

As Per claim 3 the rejection of claim 1 is incorporated and further the combination of 
Smith and Borman teach: 

"the communication gateway entering identification information of the hardware device 
(E.g. see Borman, Figure 2, Object 44) id the pre-determined resources of the hardware device 
required to execute the command to install software on the hardware device in a table (E.g. see 
Borman, Figure 2, Lock Table 40) within a system database(E.g. see Borman, Figure 1, User 
Database 20)." 

As Per claim 4 the rejection of claim 3 is incorporated and further the combination of 
Smith and Borman teach: 

"the table within the system database operates using uniqueness constraints for hardware 
device identification information contained therein." (E.g. see Borman, col. 8:61 to col. 9:34, 
object "voice_seg_one"). 
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As Per claim 5 the rejection of claim 4 is incorporated and further the combination of 
Smith and Borman teach: 

"the locking signal comprises a uniqueness constraints signal." (E.g. see Borman, col. 
8:61 to col. 9:34, object "voice_seg_one"). 

As Per claim 6 the rejection of claim 4 is incorporated and further the combination of 
Smith and Borman teach: 

"the table within the system database (E.g. see Borman, col. 8:61 to col. 9:34, database 
"voice_db") contains uniqueness constraints regarding resource identification information 
contained therein (E.g. see Borman, col. 8:61 to col. 9:34, object "voice_seg_pne")." 

As Per claim 7 the rejection of claim 6 is incorporated and further the combination of 
Smith and Borman teach: 

"the locking signal comprises a uniqueness constraint signal." (E.g. see Borman, col. 8:61 
to col. 9:34, object "voice_seg_one"). 

As Per claim 8 the rejection of claim 1 is incorporated and further Smith teaches: 
"the agent installing the files according to an instruction set." (E.g. see col. 7:35-41). 



As Per claim 9 the rejection of claim 8 is incorporated and further Smith teaches: 
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"the instruction set comprises the received installation command." (E.g. see col. 7:35- 

41). 

As Per claim 10 the rejection of claim 8 is incorporated and further Smith teaches: 
"the instruction set comprises a command queue." (E.g. see col. 7:35-41, procedure 
proscribed). 

As Per claim 1 1 the rejection of claim 8 is incorporated and further Smith teaches: 
"the instruction set resides in a network database." (E.g. see col. 5:10-15). 

As Per claim 12 the rejection of claim 8 is incorporated and further Smith teaches: 
"the instruction set resides in a network file server." (E.g. see FIG. 1 server 26 and 
associated text). 



As Per claim 13, Smith teaches: 

"the agent (E.g. col. 5-8, plug-in module 23) receiving a software command from a 
control network (E.g. FIG. 1 network 14 and associated text), which is part of a command 
queue;" (E.g. see col. 6:5-8). 

"the agent executing the software command on a hardware device;" (E.g. see col. 7:35- 

41). 
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"repeating the steps of receiving, executing, and preventing by the agent until all 
commands of the command queue have been executed." (E.g. see FIG. 2 installation modules 52, 
verify the installation 54 and associated text). 

Smith does not explicatively disclose determining resources on the hardware device 
currently in use and a locking device. However Borman, in analogous art, teaches "determining 
resources on the hardware device currently in use (E.g. see col. 4:38-45) and locking device" 
(E.g. see col. 1:22-41). Therefore, it would have been obvious to one of ordinary skill in the art 
at the time the invention was made to incorporate the teaching of Borman into the system of 
Smith, to prevent a software command from the command queue from being executed upon the 
device if a resource it requires on the device for execution of the command is in use with a 
locking device. The modification would have been obvious because one of ordinary skill in the 
art would have been motivated so that in a multi-user environment, a method of controlling 
access to objects is required, such that updates performed by one user are not overwritten by 
simultaneous updates by another user. (E.g. see Abstract). 

As Per claim 14 the rejection of claim 13 is incorporated and further Smith teaches: 
"the agent resides on the hardware device." (E.g. see FIG. 1 plug-in moudule 23 and 
associated text). 

As Per claim 15 the rejection of claim 13 is incorporated and further the combination of 
Smith and Borman teach: 
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"determining all hardware device resources currently in use." (E.g. see Borman col. 
4:38-45). 

As Per claim 16 the rejection of claim 13 is incorporated and further the combination of 
Smith and Borman teach: 

"locking a group of resources on the hardware device." (E.g. see Borman col. 9:35 to col. 
10:16, container "voice_db"). 

As Per claim 17 the rejection of claim 16 is incorporated and further the combination of 
Smith and Borman teach: 

"locking all resources on the hardware device." (E.g. see Borman Col. 5, TABLE 1-2 and 
col. 9:35 to col. 10:16, container "voice_db"). 

As Per claim 18 the rejection of claim 16 is incorporated and further the combination of 
Smith and Borman teach: 

"preventing the execution of software commands requiring one of the group of locked 
resources." (E.g. see Borman col. 9:35 to col. 10:16, container "voice_db"). 

As Per claim 19 the rejection of claim 13 is incorporated and further the combination of 
Smith and Borman teach: 

"locking a single resource on the hardware device." (E.g. see Borman, col. 8:61 to col. 
9:34, object "voice_seg_one"). 
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As Per claim 20 the rejection of claim 19 is incorporated and further the combination of 
Smith and Borman teach: 

"preventing the execution of software commands requiring the single locked resource." 
(E.g. see Borman, col. 8:61 to col. 9:34, object "voice_seg_one"). 

As Per claim 21 the rejection of claim 13 is incorporated and further the combination of 
Smith and Borman teach: 

"verifying the presence of a resource identification number (E.g. see Borman, col. 3:59- 
64, key (object name 44)) within a system database (E.g. see Borman, col. 3:59-64, Name 
(container name 42))." 

As Per claim 22 the rejection of claim 21 is incorporated and further the combination of 
Smith and Borman teach: 

"each hardware device resource contained within the table of the system database is 
constrained by a uniqueness constraint." (E.g. see Borman, col. 8:61 to col. 9:34, object 
"voice_seg_one"). 

As Per Claim 23, Smith teaches a method for installing software on a hardware device by 
an agent which resides on the hardware device, comprising: 

" A server (E.g. see FIG. 1, server 16, 24 and 30) sending a message (E.g. see col. 4:31- 
34, message and col. 6:24-26) to an agent (E.g. see col. 6:51-53, plug-in module 23) residing on 
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the hardware device informing the agent of a command to install software on the hardware 
device on which it resides" (E.g. see col. 6:26-34, "...a code given to the user by the plug-in 
module 23 is input 40..."); 

"in response to said message, an agent sending an acknowledgement (E.g. see col. 3:61 to 
col. 2: 1 3, which states "... a connection can be take any . . . TCP/IP is preferred . . .) to a 
communication network gateway" (E.g. see col. 4:66 to col. 5:9); 

" an agent determining whether the acknowledgement relates to a valid message (E.g. see 
col. 5:21-55 and col. 6:39-60, "...the user will have the opportunity to review the assurances 
provided by the auditor and to verify that the installer is known to the auditor. . . ."), and if so 
transmitting a command from the gateway to the agent to install software on the hardware device 
(E.g. see col. 6:3-10, ". ..the server module 26 transmits an enabling command to the plug-in 
module 23 which allows transmission of the software application 20 to the remote computer 10. 

...")"; 

" a server p roviding files from a file server to the agent via the communication gateway" 
(E.g. see FIG. 2 transfer installation modules 52 and associated text); 

"installing the files on the hardware device by means of said agent" (E.g. see FIG. 2 and 
associated text, e.g. see col. 6:22 to col. 8:1). 

Smith does not explicatively disclose a locking signal / state for accessing the hardware 
device. However Borman, in analogous art, teaches "locking signal / state for accessing the 
hardware device" (E.g. see col. 1:22-41). Therefore, it would have been obvious to one of 
ordinary skill in the art at the time the invention was made to incorporate the teaching of Borman 
into the system of Smith, to perform an user update in a multi- users environment. The 
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modification would have been obvious because one of ordinary skill in the art would have been 
motivated so that in a multi-user environment, a method of controlling access to objects is 
required, such that updates performed by one user are not overwritten by simultaneous updates 
by another user. (E.g. see Abstract). 

As Per claim 24 the rejection of claim 23 is incorporated and further the combination of 
Smith and Borman teach: 

"wherein the locking signal comprises a device resource locking signal that prevents the 
gateway from sending a second command relating to said resources of the hardware device (E.g. 
see Borman, Abstract and col. 1 34-36)". 

As Per claim 25 the rejection of claim 23 is incorporated and further the combination of 
Smith and Borman teach: 

"wherein said locking signal is initiated and removed by said communication gateway" 
(Again, see as noted of Claim 23). 

As Per claim 26 the rejection of claim 23 is incorporated and further the combination of 
Smith and Borman teach: 

"wherein the locking signal comprises an entry in a table within a database that operates 
using uniqueness constraints for hardware device identification information contained therein" 
(E.g. see Borman, col. 8:61 to col. 9:34, object "voice_seg_one"). 
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As Per claim 27 the rejection of claim 26 is incorporated and further the combination of 
Smith and Borman teach: 

"wherein the locking signal comprises a uniqueness constraints signal" (E.g. see Borman, 
col. 8:61 to col. 9:34, object "voice_seg_one"). 



Conclusion 

9. Applicant's amendment necessitated the new ground(s) of rejection presented in this 
Office action. Accordingly, THIS ACTION IS MADE FINAL. See MPEP § 706.07(a). 
Applicant is reminded of the extension of time policy as set forth in 37 CFR 1.136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within TWO 
MONTHS of the mailing date of this final action and the advisory action is not mailed until after 
the end of the THREE-MONTH shortened statutory period, then the shortened statutory period 
will expire on the date the advisory action is mailed, and any extension fee pursuant to 37 
CFR 1.136(a) will be calculated from the mailing date of the advisory action. In no event, 
however, will the statutory period for reply expire later than SIX MONTHS from the date of this 
final action. 
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Correspondence Information 

10. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Kuo-Liang J Tang whose telephone number is (571) 272-3705. 
The examiner can normally be reached on 8:30AM - 7:00PM (Monday - Thursday). Any 
inquiry of a general nature or relating to the status of this application should be directed to the 
TC 2100 Group receptionist: 571-272-2100. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Tuan Dam can be reached on (571) 272-3695. The fax phone number for the 
organization where this application or proceeding is assigned is 703-872-9306. 

Information regarding the status of an application may be obtained from the Patent 
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